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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temfi adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 26 Jul 2002 & 30 Sep 2002 . 
2a)^ This action is FINAL. 2b)\3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim{s) 1-11,18-20 and 22-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 18,19 and 24 is/are allowed. 

6M Claim(s) 1-11,20, 22. 23 and 25-27 \slare rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) \3 The specification is objected to by the Examiner, 

10)^ The drawing(s) filed on 14 January 2002 is/are: a)S accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )D The proposed drawing correction filed on is: a)^ approved b)[3 disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 -D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Sunnmary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-152) 

3) n Infomnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

2002 in which claim 1 was amended. 

cairns 1-11.18-20 and 22-27 are pending: 

Response to Amendment 

A -^^ u S C ^1 12, first paragraph for lack 
, The.eiectiono,c,*sUand15under35U.S.C.S 

, .as been withdrawn in view of Applicant's amendn^ent. 
0, enablement i.as been w, , . S C §1 12. second paragraph as 

Thereiec,ionofciaimsUand15under35U.S.C.§ 

. r -.e has been Withdrawn in View of Applicant's amendment, 

^^'"^r:rn:ia.-nder3SaS,C...,..— ^ 

— enthasheenwithdrawninviewofA.^^^^^^^^^^ 
The rejection of claims 20-24 under 35 U.S.C.5 
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(1997) Vol. 1, Unit 3.3. pp. 3.3.1-3.3.12; cited in IDS Paper #6) has been withdrawn in 
view of Applicant's amendnnent. 

2. Claims 1-11, and new claim 25, stand rejected under 35 U.S.C. §112, first 
paragraph, scope of enablement, for reasons of record and as further discussed below. 

Claims 20, 22 and 23 stand rejected under 35 U.S.C. §112, first paragraph, for 
lack of enablement for reasons of record and as further discussed below. 

3. New grounds of rejection, necessitated by Applicants amendment, are set forth 
below. 

Response to Arguments 

4. With regard to the rejection of claim 1-1 1 and new claim 25 under 35 U.S.C. 
§112, first paragraph, scope of enablement, Applicant's arguments have been fully 
considered but are deemed not persuasive. 

Applicant argues the specification enables the full scope of the claims "as it 
provides considerable guidance to one of skill in the art regarding fetal CNS precursor 
cells, including a functional description, where they can be found, and when they should 
be harvested". Applicant states that a precursor cell is defined as "a cell that is capable 
of differentiating to form a specific cell type, but does not yet express proteins 
associated with a specific cell type" and that it is within the capability of one of skill in 
the art to determine if a cell is a precursor cell by determining whether it expresses the 
proteins of the corresponding differentiated cell type. Applicant further argues that the 
specification defines "sensitive period" as "the period during which precursor cells can 
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^'"*'''' „He. of a specific differentiated cell type- and 

pa«en,s«henfetalCNScel, ^^^^ ,3s not provided any ot,leC,ve 

..sea...entsatenot.r^ ^ ^^^^^^^^ 

support (such as .ournal art,cles, 
-ouldKno.wit..e.ardtoeit.erp— 

,„odefini.ioninten.sofa.c.e.,ca,ot.o,ecu ^^^^^^^^^^^^^^^^ 
.idance.o.erspeciestoo.taint.ea..^^^^^^^^^^^^^^ 

0'-— :ir,.,ec.c.^^ 

e.aracte.stic(itdoesnotexpresspro.e,nso ^ ^^^^,^.,3 „e capacity 

— irsayinoproteine.ressiononaoelltype.tra.t,et, 

*^^"'^"^"^trnlZ wla.un.ionalcapacity. .edesiredp.^^^^ 
.e.acKo,ptoteine.pres^^ -^^^^^ 

eeiisaretobeobta,nedata a«erentiated cell types, and 

-capa*top.duceave.,a.enu.b^^ P 

uo+ "CI vprv larqe number is. niu , 
„W,out specifying «hat a very la g ^^^^^ ^ 

'TIS-"""*"""-' 

expressing specific proteins. 
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period" by obtaining precursor cells at multiple different time points during fetal 
development of each organism and subject them to the proliferation and differentiation 
procedure in order to determine the "sensitive period" for each organism. These 
determinations are very arduous, time-consuming, trial-and-error undertakings, and thus 
require undue experimentation for one of skill in the art to make and use the claimed 
method in a scope commensurate with the scope of the claims. The rejection is 
maintained. 

5. With regard to the rejection of claims 20, 22 and 23 under 35 U.S.C. §112, first 
paragraph, for lack of enablement, Applicant's arguments have been fully considered 
but are deemed not persuasive. 

Applicant has amended claim 20 to recite treating a patient for Parkinson's 
disease and has argued persuasively that the working example provided in the 
specification enables the method for treating Parkinson's disease. These claims 
however remain rejected as they have dependency on the method of claim 1 , which is 
itself not fully enabled. 

New Grounds of Rejection 
Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. §112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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7. Claims 25-27 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 25 is vague and indefinite in reciting "a sensitive period" which is not a 
term of art and is defined in the specification as "the period during which precursor cells 
can be obtained that produce a very large number of a specific differentiated cell type". 
This definition is unclear as the phrase "a very large number" is a relative one. Thus the 
metes and bounds of the claim cannot be determined. 

Conclusion 

Claims 18, 19 and 24 are allowed. Claims 1-11, 20, 22, 23 and 25-27 are 
rejected. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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